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Status 

1 )KI Responsive to communication(s) filed on 11 January 2010 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.7.13.18 and 32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) |EI Claim(s) 1 .7.13.18 and 32 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Species II in the reply filed on 1/1 1/2010 
is acknowledged. 

2. Applicant mention that claims 21-23, 25-27, 29, 31 and 34 where not included in 
the species mentioned and in the event that examiner find this claims not to be part of 
the elected species to explain why these claims would be mutually exclusive form 
species elected. Claims 21-23, 25-27, 29, 31 and 34 describes an image forming device 
where when a judgment unit judges that there is no electronically tagged matter 
scanning of the image is performed while, Species II specifies that when the judging unit 
judges that there is no electronically tagged matter printing a blank paper as an output 

is the action to be taken where nowhere in claims 21-23, 25-27, 29, 31 and 34 is 
described that the action to be taken when no electronic tag is found is printing a blank 
paper as a result, therefore these claims are mutually exclusive as recited. 

3. Examiner also notices that Claim 33 does not reads on species II it reads on 
species III therefore is not included under claims that read on to elected species II. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1,7, 13, 18 and 32 have been 
considered but are moot in view of the new ground(s) of rejection. 

2. Applicant argues that Teraura does not disclose "an electronic tag storing original 
image data" also "a printing paper judgment unit forjudging whether there is an 
instruction for printing the original image data". Examiner respectfully disagrees. Taking 
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a second look at Teraura this two limitations are taught by Teraura and this is explained 
in the new rejection presented below. On the claims there is no specification of what an 
original image data is, therefore the most broadest interpretation would be that by 
original data its referring to the original data that was copied to be printed, if the RFID 
tag is found, when printing the information and instructions (permission for copy and 
printing) will include copying the content of the RFID unless instructed to not be 
permitted to copy therefore Teraura's teachings read on the claim how its being 
claimed. Also the Teraura's permission instructions that can be found on the RFID read 
on the instruction because if access is not permitted by reading the RFID tag it is 
instructed to not copy or print therefore Teraura's read on the limitation of the claims, a 
more detailed claim limitation would be necessary. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 7, 13, 18 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Terarura (US Patent Number 6,827,279 B2) in view of Nishigai et al. 
(US Patent Number 5,825,911 ). 

Regarding Claim 1, Terarura'279 shows an image forming device 
comprising: a transporting unit for transporting a document sheet by sheet to a 
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specified reading position (i.e., image reading means for reading an image on 
a sheet of paper of a document; document paper feeder. See Column 2, Lines 29- 
30, See Column 5, Lines 39-43 and See Figure 2, Element 4); a document judgment 
unit forjudging whether the document transported by said transporting unit is an 
electronically tagged printed matter that includes an electronic tag storing original image 
data (i.e., detecting/judging means that detect if the paper includes an 
RFID/electronic tag, where the electronic tag includes image data to be printed, if 
the document with RFID tag is copied and printed allowance of copying all the 
data in this case considered the original image data to be copied is permitted 
therefore the original data is copied to print. See Column 1, Lines 50-65, Column 
2, Lines 10-38 and Column 7, Lines 3-50, Column 8, Lines 22-55); a printing paper 
judgment unit forjudging whether there is an instruction for printing the original image 
data on an electronically tagged printing paper equipped with an electronic tag (i.e., 
paper feeding means having a first paper tray with electronic tags and second 
paper tray with paper without electronic tags, when a detection of electronic tag 
is done the printer prints using the electronically tagged paper, when the RFID 
tag is found and read, permission data is received also from the RFID Tag which 
instructs that access to the image data (original) to be copied and print is allowed 
therefore the data being copied becomes the original data and the permission 
data instructs allowing to copy and print. See Column 1, Lines 30-65 and Column 
2, Lines, 1-26 and see Column 7, Lines 3-50, Column 8, Lines 22-55); a reading unit 
for reading the data from the electronic tag of the document which is judged as said 
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electronically tagged printing matter by said document judgment unit, when said printing 
paper judgment unit judges that there is an instruction for printing on an electronically 
tagged printing paper equipped with a electronic tag (i.e., a RFID data reading means 
to read data from the electronic tag, permission data included on the RFID 
functions as an instruction to allow printing of the original data that was copied 
to print. See Column 1, Lines 30-65 and Column 2, Lines, 1-40, Column 7, Lines 3- 
50, Column 8, Lines 22-55 and Column 12, Lines 30-67); and a printing unit for 
printing the data on an electronically tagged printing paper equipped with an electronic 
tag, wherein the data is read by said reading unit (i.e., printing detected page data 
with electronic tag on a paper from the tray with electronic tags. See Column 1, 
Lines 30-65, Column 7, Lines 3-50, Column 8, Lines 22-55 and Column 12, Lines 
30-6). 

Terarura'279 fails to show said printing step to issue a blank paper as an output, 
when a document is judged one specific way. 

Nishigai'91 1 teaches a printing step to issue a blank paper as an output, when a 
document is when a document is judged one specific way (i.e., an image forming 
apparatus that by means of a light source to inspect a document judges the 
authenticity of a document if the document is judge with forgery the image 
forming apparatus outputs a blank sheet of paper. See Column 2, Lines 58-66, 
Column 3, Lines 9-13 and See Column 13, Lines 43-45). 

Having the method of Terarura'279 and then given the well-established teaching 
of the Nishigai'91 1 , it would have been obvious to one having ordinary skill in the art at 
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the time of the invention was made to modify the method of Teraura'279 as taught by 
the Nishigai'91 1 by adding to the image forming apparatus with electronic tag judging 
means the step of printing a blank page when a judgment is done, in this case if its 
judged that there is no electronic tag on the paper being read, the printed blank page 
will let the user know there is no electronic tag for the printer to print, since printing a 
blank page helps improve the method by letting the user know its trying to print 
unauthorized/invalid information and protects forgery/errors as suggested in reference 
Teraura'279 Column 2, Lines 55-57. 

With regards to method Claim 7, the limitation of the claim 7 are corrected 
by limitation of claim 1 above. The steps of claim 7 read into the function step of 
claim 1. 

With regards to method Claim 13, the limitation of the claim 13 are 
corrected by limitation of claim 1 above. The steps of claim 13 read into the 
function step of claim 1 . 

Regarding Claim 18, Terarura'279 shows a computer-readable medium storing 
an image forming program of claim 13, wherein said electronic tag transmits or receives 
electronic data by means of wireless communications (i.e., the RFID/electronic tag 
transmits and receives data through radio waves signals. See Column 4, Lines 
22-23 and 49-51). 

Regarding Claim 32, Terarura'279 shows an image forming device further 
comprising: a writing unit for writing the original image data read by said reading 
unit into the electronic tag of an electronically tagged printing paper equipped with a 
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electronic tag (i.e., detecting/judging means that detect if the paper includes an 
RFID/electronic tag, where the electronic tag includes image data to be printed, if 
the document with RFID tag is copied and printed allowance of copying all the 
data in this case considered the original image data to be copied is permitted 
therefore the original data is copied to print. See Column 1, Lines 50-65, Column 
2, Lines 10-38 and Column 7, Lines 3-50, Column 8, Lines 22-55); wherein said 
printing unit is only allowed to print the original image data read from the electronic tag 
when a document is an electronically tagged printed matter and its electronic tag does 
not store copy prohibiting information (i.e., paper feeding means having a first paper 
tray with electronic tags and second paper tray with paper without electronic 
tags, when a detection of electronic tag is done the printer prints using the 
electronically tagged paper, when the RFID tag is found and read, permission 
data is received also from the RFID Tag which instructs that access to the image 
data (original) to be copied and print is allowed therefore the data being copied 
becomes the original data and the permission data instructs allowing to copy and 
print. See Column 1, Lines 30-65 and Column 2, Lines, 1-26 and see Column 7, 
Lines 3-50, Column 8, Lines 22-55); said writing unit is only allowed to write the 
original image data into the electronic tag of an electronically tagged printing paper 
equipped with an electronic tag when a document is an electronically tagged printed 
matter and its electronic tag does not store copy prohibiting information; and said 
printing unit issues a blank paper as an output and said writing unit does not write the 
original image data into the electronic tag of an electronically tagged printing paper 
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equipped with an electronic tag, when a document is judged not as an electronically 
tagged matter by said document judgment unit while said printing paper judgment unit 
judges that there is an instruction for printing on a printing paper equipped with a 
electronic tag (i.e., a RFID data reading means to read data from the electronic tag, 
permission data included on the RFID functions as an instruction to allow 
printing of the original data that was copied to print. See Column 1, Lines 30-65 
and Column 2, Lines, 1-40, Column 7, Lines 3-50, Column 8, Lines 22-55 and 
Column 12, Lines 30-67). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to IRIANA CRUZ whose telephone number is (571)270- 
3246. The examiner can normally be reached on Monday-Friday 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Y. Poon can be reached on (571) 272-7440. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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April 9, 2010 
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Examiner, Art Unit 2625 



